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REMARKS/ARGUMENTS 

This Amendment is responsive to the Examiner's Answer mailed on 
October 19, 2007. Entry of this Amendment is requested. 

Prior to this Amendment, claims 1-9, 59-60, 62-65, and 68 were pending 
and on appeal. In this Amendment, no claims are amended and claims 69-75 are added 
so that claims 1-9, 59-60, 62-65, and 68-75 are pending and subject to examination. 

I. Request to reopen prosecution in view of new ground of rejection 

At page 3 of the Office Action, the Examiner sets forth a "New Ground(s) 
of Rejection." The rejection on Appeal was: claims 1-9, 59-60, 52-65, and 68 are 
rejected over McGauley et al. (U.S. Patent No. 5,899,998), Hanna et al. (U.S. 
2004/0141661), and Sesek (U.S. Patent No. 2003/0093344). However, in the Examiner's 
Answer, the Examiner changes the rejections of record to: Claims 1-5, 7-9, 59, 63, and 64 
being rejected as unpatentable over McGauley et al. and Hanna et al., and claims 6, 60, 
62, 65, and 68 as being unpatentable over McGauley et al., Hanna et al., and Sesek. The 
Examiner's change in position constitutes a new ground of rejection. Pursuant to MPEP 
1207.03 and 37 CFR 41.39(b)(1), Applicants request that the prosecution of this case 
be reopened and that this reply in compliance with 37 C.F.R. 1.111 be entered. 

Applicants also note that MPEP 1207.03 requires that any new ground of 
rejection made by an examiner in an answer must be: "(A) approved by a Technology 
Center (TC) Director or designee." The Examiner's Answer does not indicate where the 
Technology Center Director has approved of the Examiner's new ground of rejection. 
Should prosecution of this application not be re-opened, Applicants request that the 
Examiner indicate where the Examiner's Answer indicates approval of the new ground of 
rejection by the Director. 
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II. McGauley et al. and Hanna et al. 

Claims 1-5, 7-9, 59, 63, and 64 are rejected as being obvious over 
McGauley et al. (U.S. Patent No. 5,899,998) and Hanna et al. (U.S. Patent No. 
2004/0141661). This rejection is traversed. 

A. Independent claim 1 

1. Obviousness has not been established, since each and every element of the 

claims is not taught or suggested by McGauley et al. and, Hanna et al. 

a. A "purchase transaction" is not disclosed in McGauley et al. and Hanna et 

al. 

Obviousness has not been established with respect to independent claim 1 
(or any claims dependent thereon), since each and every element of independent claim 1 
is not taught suggested by McGauley et al., or Hanna et al. To establish prima facie 
obviousness of a claimed invention, all the claim limitations must be taught or suggested 
by the prior art. In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974). MPEP 
2143.03. Here, the cited art fails to teach or suggest at least the following limitation: 

wherein the portable device and the point of service device 
use their associated plurality of rules and plurality of meta- 
rules to determine an outcome for a purchase transaction ; 

The Examiner admits that McGauley et al. does not teach "meta-rules" or a "price," but 
alleges that Hanna et al. teaches these features (see page 14 of the Examiner's Answer). 
Rather, the Examiner alleges that Hanna et al. discloses a plurality of rules and meta-rules 
to determine an outcome for a purchase transaction. In support of this allegation, the 
Examiner states that Hanna et al. discloses "a medical distribution and retrieval system 
that shows images are purchased in paragraph [0013], lines 7-10, that discloses" a 
plurality of meta-rules (see page 6 of the Examiner's Answer). 
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Contrary to the Examiner's interpretation of Hanna et al., Hanna et al. does 
not teach or suggest a portable device and a point of service device that uses rules and 
meta-rules to determine an outcome for a "purchase transaction." Hanna et al. is entitled 
"intelligent medical image management system" and is directed to a system which 
archives images in a number of storage devices having different cost and performance 
characteristics. Paragraph 13, lines 7-10 of Hanna et al., which is specifically relied upon 
by the Examiner to teach a "purchase transaction", states the following: 

Table 1 lists example storage devices, the cost to store data 
in such devices based on current device purchase prices and 
the average retrieval time of images from the devices. 

Although the phrase "purchase prices" is mentioned at paragraph 13, lines 7-10 of Hanna 
et al., Hanna et al. mentions this in the context of describing the cost of data storage 
devices that are used in Hanna et al.'s system, not in the context of allowing someone to 
purchase medical images. For example, according to Hanna et al., a medical image that 
is important may be stored in a higher cost storage device with better performance, rather 
than a lower cost storage device with poor performance. See paragraph [0013] of Hanna 
et al. To the extent that Hanna et al. even contemplates a "purchase," purchase 
information is used as an "input" and not an "outcome" as in claim 1 . Accordingly, 
Hanna et al. teaches away from a system that conducts any purchase transaction, let alone 
a portable device and a point of service device that uses rules and meta-rules to determine 
an outcome for a "purchase transaction." 

In response to Applicants' argument that Hanna et al. did not teach or 
suggest a portable device and a point of service device that uses rules and meta-rules to 
determine an outcome for a "purchase transaction," at page 18 of the Examiner's Answer, 
the Examiner alleges that "the 'combination' of McGauley and Hanna et al. disclose a 
'purchase transaction.' whose outcome is determined using rules and meta-rules." 
However, it is unclear how the "combination" of McGauley et al. and Hanna et al. can 
teach or suggest a "purchase transaction" when neither McGauley et al., nor Hanna et al. 
teach or suggest this feature. 
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b. "wherein the outcome is a reward" is not disclosed in McGauley et al. or 

Hanna et al. 

The Examiner's Answer now relies on McGauley et al. or Hanna et al. as 
teaching or suggesting "wherein the outcome is a reward," since Sesek is no longer being 
used in this rejection. However, the Examiner's Answer does not address this limitation 
at all. Since the Examiner's Answer does not even address this limitation, obviousness 
has clearly not been established with respect to claim 1 . 

2. Obviousness has not been established, since the Examiner has not 

established that the suggestion to combine is taught or suggested by the 
prior art. 

Obviousness has not been established, since the suggestion to combine the 
McGauley et al. and Hanna et al. is not taught or suggested by the prior art. Obviousness 
can only be established by combining or modifying the teachings of the prior art to 
produce the claimed invention where there is some teaching, suggestion, or motivation to 
do so. In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988). MPEP 2143.01. As 
explained by the Court of Appeals for the Federal Circuit and the MPEP, 

The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success 
must both be found in the prior art, and not based on 
applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 
USPQ2d 1438 (Fed. Cir. 1991). MPEP 2142. 

Here, the Examiner alleges the following at pages 6-7 of the Examiner's Answer: 

Hanna et al. discloses these limitations in an analogous art 
for the purpose of showing that rules directly associated 
with meta rules are applied so that if there is a change in 
the image storage policy of the health care enterprise, the 
evaluate rule will not be satisfied, and the rule will 
therefore have to be changed. 
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It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention to apply meta- 
rules to determine whether one or more of the plurality of 
rules can be altered with the motivation of keeping rules 
updated according to system change in a system for 
purchasing medical image data. 

Even if the alleged motivation to "[keep] rules updated according to 
system change in a system for purchasing medical image data" is even a logical basis for 
combining McGauley et al. and Hanna et al., it is not present in the cited prior art. As 
noted above, to establish obviousness, the motivation to combine must come from the 
prior art. Since the Examiner has not indicated where the prior art of record teaches that 
meta-rules can "keep rules updated according to system change in a system for 
purchasing medical data," obviousness has not been established for yet another reason. 

Rather, only Applicants' specification mentions that changing systems can 
be addressed by using meta-rules (see, e.g., paragraph [0003] of the present application). 
Contrary MPEP and Court of Appeals for the Federal Circuit, the motivation to combine 
McGauley et al. and Hanna et al. was improperly taken from Applicants' own application 
to establish obviousness, and not the prior art as required by 35 U.S.C. § 103. 

At page 19 of the Examiner's Answer, the Examiner alleges that "KSR 
forecloses Appellant's argument that a specific teaching is required for a finding of 
obviousness." This is simply incorrect. As explained in the PTO's own guidelines on 
KSR International Co. v. Tele/lex Inc. : 

The key to supporting any rejection under 35 U.S.C. 103 is 
the clear articulation of the reason(s) why the claimed 
invention would have been obvious. The Supreme Court in 
KSR noted that the analysis supporting a rejection under 35 
U.S.C. 103 should be made explicit. The Court quoting In 
re Kahn 41 stated that '"[R] ejections on obviousness cannot 
be sustained by mere conclusory statements; instead, there 
must be some articulated reasoning with some rational 
underpinning to support the legal conclusion of 
obviousness.'" 
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The Examiner cannot simply combine references without any logical reasoning and rely 
on KSR to render the claims obvious. 

The burden is on the examiner to set forth a prima facie case of 
obviousness. See/« re Alton, 76 F.3d 1168, 1175, 37 USPQ2d 1578, 1581 (Fed. Cir. 
1996). With respect to an obviousness rejection based on a combination of references, as 
the Court of Appeals for the Federal Circuit has stated, "virtually all [inventions are 
combinations of old elements." Environmental Designs, Ltd. v. Union Oil Co., 713 693, 
698, 218 USPQ 865, 870 (Fed. Cir. 1983); see also Richdel, Inc. v. Sunspool Corp., 714 
F.2d 1573, 1579-80, 219 USPQ 8, 12 (Fed. Cir. 1983) ("Most, if not all, inventions are 
combinations and mostly of old elements"). Therefore, an examiner may often find every 
element of a claimed invention in the prior art. If identification of each claimed element 
in the prior art were sufficient to negate patentability, very few patents would ever issue. 

3. One would not have been motivated to have modified McGauley et al. and 

Hanna et al. in the manner proposed by the Examiner; there is no benefit 
to allowing one to "purchase" medical information in McGauley et al. 's 
system and then providing a "reward" to someone for purchasing that 
medical information; such a modification would compromise the 
confidentiality of medical records. 

One would not have been motivated to have modified McGauley et al. 
with Hanna et al. in the manner proposed by the Examiner. As noted above, the 
Examiner alleges that one would have modified McGauley et al. to include meta-rules 
and an outcome for a "purchase transaction." Independent claim 1 also recites a system 
comprising, inter alia, an outcome that is a "reward." 

Even if a "reward" was present in the cited references (and it is not), one 
would not have been led to modify McGauley et al.'s system for maintaining and 
updating medical records so that the "outcome" is a "reward" to show that consumers can 
be compensated for a purchase transaction, because (1) nothing is purchased in 
McGauley et al., and (2) there would be no benefit to providing a "reward" to anyone that 
is described in McGauley et al. 
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In addition, one seeking to improve McGauley et al.'s system for updating 
computerized medical records or Hanna et al.'s intelligent medical image management 
system would not have been led to modify them to provide a "reward" to "show that 
consumers can be compensated for a purchase transaction," since medical records are 
confidential (c. 5, 1. 66 of McGauley et al.). Allowing consumers to "purchase" medical 
information or medical images, or provide a "reward" for purchasing medical images, 
would no longer keep the medical records confidential. Therefore, McGauley et al. 
teaches away from the modification proposed by the Examiner. 

4. Improper hindsight was used to combine McGauley et al. and Hanna et al. 



Improper hindsight was used to combine McGauley et al. and Hanna et al. 
According to the Court of Appeals for the Federal Circuit: 

"It is difficult but necessary that the decisionmaker forget 
what he or she has been taught . . . about the claimed 
invention and cast the mind back to the time the invention 
was made (often as here many years), to occupy the mind 
of one skilled in the art who is presented only with the 
references, and who is normally guided by the then- 
accepted wisdom in the art." W.L. Gore & Associates, Inc. 
v. Garlock, Inc., 721 F.2d 1540, 220 USPQ 303, 313 (Fed. 
Cir. 1983). 

Here, one viewing only McGauley et al, and Hanna et al. would not have combined them 
in the manner proposed by the Examiner absent improper hindsight. 

McGauley et al. is entitled "method and system for maintaining and 
updating computerized medical records." It discloses a distributed database architecture 
and allows for the interaction of portable data carriers and point-of-service stations to be 
in virtual communication. See the abstract of McGauley et al. 

Hanna et al. is entitled "intelligent medical image management system" 
and is directed to a system which archives images in a number of storage devices having 
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different cost and performance characteristics. The images are stored in accordance with 
health care enterprise rules. See the abstract of Hanna et al. 

Clearly, one viewing only McGauley et al. and Hanna et al., would not 
have combined these references in the manner proposed by the Examiner, unless he had 
had the benefit of looking at Applicants' specification first. For example, in rejecting 
claim 1, the Examiner essentially alleges that it would have been "obvious" for one to 
have: (1) looked to McGauley et al., which describes a system for maintaining and 
updating computerized confidential medical records; (2) decided that the McGauley et 
al.'s confidential medical records system should have "meta-rules" and that a consumer 
should be allowed to conduct "purchase transactions" of medical information; (3) 
extracted a teaching of "purchasing" medical information from Hanna et al., when Hanna 
et al. fails to mention that any purchase transaction takes place; and (4) decided that 
McGauley et al.'s system should also provide a "reward" for a consumer "purchasing" 
medical information, even though McGauley et al. does not teach or suggest a "reward" 
in any sense. All of this would allegedly be done, ignoring McGauley et al.'s requirement 
that medical records be kept confidential. Clearly, this proposed sequence of events is 
illogical and would not have been "obvious" to a person of skill in the art at the time of 
the invention by looking only at McGauley et al. and Hanna et al., without looking at 
Applicants' disclosure. Rather, the proposed sequence of events could have only resulted 
from improper hindsight in view of Applicants' disclosure, picking and choosing isolated 
disclosures from the prior art to meet the claims without regard to what the prior art 
actually teaches or suggests. 

In addition, if one were to modify the prior art as proposed by the 
Examiner, one would end up with a system for maintaining and updating medical records 
that allows one to "purchase" medical records, and that further provides a "reward" for 
the purchase of medical records. Clearly, this proposed "obvious" modification of the 
prior art is not only illogical, but is different from what is claimed. 

In response to this argument, the Examiner states: 
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However, "[a]ny judgement on obviousness is in a sense 
necessarily a reconstruction based on hindsight reasoning, 
but so long as it takes into account only knowledge which 
was within the level of ordinary skill in the art at the time 
the claimed invention was made and does not include 
knowledge gleaned only from applicant's disclosure, such a 
reconstruction is proper." In re McLaughlin, 443 F.2d 
1392, 1395, 170 USPQ 209, 212 (CCPA 1971). 

Here, as explained on numerous occasions by Applicants, the combination of references 
proposed by the Examiner would not have been made without looking at Applicants' 
disclosure first. Since the Examiner's proposed combination would not have been made 
without knowledge of Applicants' specification, even the case cited by the Examiner does 
not support the Examiner's allegation, but support's Applicants' hindsight argument. 

B. Dependent Claim 64 

Dependent claim 64 depends from independent claim 1, and is allowable 
for the same reasons as provided above with respect to independent claim 1 . 

A. None of the cited references teaches a the portable device operates using a 

"contactless " mode of operation. 

In addition, obviousness has not been established with respect to 
dependent claim 64, since none of the cited references teaches a portable device that 
operates using a "contactless" mode of operation. 

At page 20 of the Office Action, the Examiner alleges that "since the data 
carrier is portable, it is in a contactless mode when carried around. Claim 64 states "the 
portable device operates using a contactless mode of operation." Carrying a data carrier 
is not a "contactless mode of operation." When a data carrier is carried, it is not 
operative, but is inoperative. 

II. McGauley et al., Hanna et al., and Sesek 
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Claims 6, 60, 62, 65, and 68 are rejected as obvious over McGauley et al., 
Hanna et al., and Sesek. This rejection is traversed. 

A. Independent Claim 6 

Independent claim 6 has similar language as independent claim 1, and 
many of the above arguments with respect to independent claim 1 apply to independent 
claim 6. The above arguments are herein incorporated by reference. 

1. None of the cited references teaches or suggests a "vending machine. " 

In addition, Applicants also submit that a "vending machine" as recited in 
independent claim 6 is not taught or suggested by either McGauley et al., Hanna et al., or 
Sesek. The Examiner admits that a "vending machine" is not taught or suggested by 
McGauley et al. or Hanna et al. Rather, the Examiner alleges that Sesek teaches a 
"vending machine." The Examiner states the following at page 17 of the Examiner's 
Answer: 

Wherein the point of service device is a vending machine, 
(paragraph [0015], lines 6-12, in this case, the audio file or 
movie is the vended content and the user's PC serves as the 
vending machine since it runs on the PC). Sesek discloses 
this limitation in an analogous art for the purpose of 
showing that audio files or movies that are to be purchased 
by a user can be obtained through a machine environment. 

It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention for the point of 
service device to be a vending machine with the motivation 
of showing that product distribution can take place through 
vendor transaction. 

Neither the word "vend" nor "vending machine" is even mentioned in 
Sesek. Rather, as noted above, the Examiner relies on a PC as being a "vending 
machine" since it runs audio files or movies. A PC running a movie or audio files is not a 
"vending machine." As defined by Webster's Ninth Collegiate Dictionary, the word 
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"vend" means "to dispose of something by sale." In Sesek, the PC does not sell anything. 
Rather it is used to provide an advertisement to a user, and the user is compensated for 
printing the advertisement. Since a "vending machine" is not taught or suggested by 
either McGauley et al., Hanna et al., or Sesek, obviousness has not been established. 

At page 20 of the Examiner's Answer, the Examiner again states that 
Sesek discloses a "vending machine." Applicants disagree for the reasons provided 
above. 

2. One would not have been motivated to have modified McGauley et al. to 

use a vending machine to dispense medical records. 

Here, the Examiner alleges that one would have modified McGauley et 
al.'s system to include a "vending machine" to dispense medical records "with the 
motivation of showing that product distribution can take place through vendor 
transaction." Contrary to the Examiner's allegation, one would not have been motivated 
to have modified McGauley et al. to use a vending machine to dispense medical records. 
As noted above, medical records are confidential and one would not have been motivated 
to have modified McGauley et al. in the manner proposed by the Examiner. Moreover, it 
is also common knowledge that medical information is not suitable as a product for mass 
distribution through vending machines. 

At pages 19-20 of the Examiner's Answer, the Examiner alleges that one 
would use a vending machine to dispense medical records and purchase them even 
though they are confidential. Assuming, arguendo, that this is even constitutes a 
reasonable argument, there is no basis in the prior art for "vending medical records." As 
noted above, the suggestion to establish obviousness must come from the prior art and the 
Examiner has not established that the prior art would have sold medical records using a 
vending machine. 

B. Dependent claims 60, 62, and 65 and independent claim 68 
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The rejection of each of claims 60, 62, 65, and 68 depend on the 
combination of McGauley et al. and Hanna et al., and also possibly in view of Sesek. 
Applicants submit that the arguments provided above are sufficient to explain why claims 
60, 62, 65, and 68 are allowable. 

CONCLUSION 

If the Examiner believes a telephone conference would expedite 
prosecution, please telephone the undersigned. 



R espectfu lly submitted, 
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